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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Disney Enterprises, Inc.

Granted to Date
of previous ex-
tension

11/22/2015

Address

500 South Buena Vista Street
Burbank, CA 91521
UNITED STATES

Attorney informa-
tion

Linda K. McLeod

Kelly IP, LLP

1919 M Street, N.W.Suite 610

Washington, DC 20036

UNITED STATES

linda.mcleod@Kkelly-ip.com, docketing@kelly-ip.com, larry.white@kelly-ip.com,
DisneyOpp@kelly-ip.com

Applicant Information

Application No 86533016 Publication date 05/26/2015
Opposition Filing 11/23/2015 Opposition Peri- 11/22/2015
Date od Ends

Applicant

United Trademark Holdings, Inc.
141 S. Lapeer Drive

Beverly Hills, CA 90211
UNITED STATES

Goods/Services Affected by Opposition

Class 028. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Dolls

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1736777 Application Date 04/02/1992

No.

Registration Date | 12/01/1992 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE



http://estta.uspto.gov

Mark

Goods/Services

Class 028. First use: First Use:
dolls and doll accessories

1983/09/00 First Use In Commerce: 1983/09/00

U.S. Registration | 1569977 Application Date 04/28/1989

No.

Registration Date | 12/05/1989 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 028. First use: First Use:
STUFFED TOY ANIMALS

1983/09/00 First Use In Commerce: 1983/09/00

U.S. Registration | 2598219 Application Date 11/12/1997

No.

Registration Date | 07/23/2002 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 016. First use: First Use: 2002/03/22 First Use In Commerce: 2002/03/22

PARTY ITEMS, NAMELY, PRINTED INVITATIONS, [ PAPER TABLE CLOTHS
AND PAPER TABLE LINENS, ] PAPER NAPKINS, [ PAPER PARTY HATS, PA-
PER CAKE DECORATIONS, ] DECORATIVE PAPER CENTERPIECES, PA-
PER PARTY DECORATIONS, [ PAPER DOILIES, PAPER PLACEMATS,] AND

PAPER PARTY BAGS

Class 021. First use: First Use: 2002/03/22 First Use In Commerce: 2002/03/22
PARTY ITEMS, NAMELY, PLASTIC [ OR PAPERCUPS AND ] PLATES

U.S. Registration | 3580887 Application Date 09/18/2000

No.

Registration Date | 02/24/2009 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 2007/10/00 First Use In Commerce: 2007/10/00
CLOTHING FOR CHILDREN, NAMELY, MASQUERADE COSTUMES,




DRESSES, JUMPERS, SKIRTS, [JEANS, SHORTS, ] SWEATERS, [
BLOUSES, HALTER TOPS, AND BELTS ]

U.S. Registration | 1634888 Application Date 05/02/1990

No.

Registration Date | 02/12/1991 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1981/00/00 First Use In Commerce: 1981/00/00

apparel, namely, blouses, [ scarves, ] [ gloves, ] pants, underwear, socks and
swimwear

U.S. Registration | 1308026 Application Date 12/20/1982

No.

Registration Date | 12/04/1984 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 018. First use: First Use: 1963/06/01 First Use In Commerce: 1963/06/01

Canvas Tote Bags, Rayon Shoulder Bags, Denim Duffle Bags, and Overnight
Cases, Cosmetic Cases Sold Empty and Purses

U.S. Registration | 1262149 Application Date 07/12/1982

No.

Registration Date | 12/27/1983 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 1952/02/07 First Use In Commerce: 1952/03/24

[ Cologne, Bubble Bath, ] Hand Lotion, [ Bath Oil, Hand and Body Soap, ] Lip
Pomade, Lipstick, Nail Polish, [ Nail Polish Remover, Dusting Powder, ] Cream
Lotion, [ Body Talc, Liquid Soap, ] and HairShampoo

U.S. Registration | 1569688 Application Date 04/28/1989

No.

Registration Date | 12/05/1989 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 016. First use: First Use: 1974/04/00 First Use In Commerce: 1974/04/00
PENCILS, NOTE PAPER, [ ENVELOPES, WRITING PAPER SETS, DRAWER




LINER PAPER,] COLORING BOOKS, DIARIES, [ PENCIL CASES, ] WALL
POSTERS AND PHOTO ALBUMS

U.S. Registration | 1569589 Application Date 04/28/1989

No.

Registration Date | 12/05/1989 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 1985/08/00 First Use In Commerce: 1985/08/00
JEWELRY, NOT MADE OF PRECIOUS METAL, INCLUDING BRACELETS,

PINS AND NECKLACES

U.S. Registration | 1569895 Application Date 04/28/1989

No.

Registration Date | 12/05/1989 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 026. First use: First Use: 1985/07/00 First Use In Commerce: 1985/07/00
[ HAIR BARRETTES, ] HAIR ORNAMENTS [, PONYTAIL HOLDERS, AND

SHOE LACES ]

U.S. Registration | 1569474 Application Date 04/28/1989

No.

Registration Date | 12/05/1989 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services Class 009. First use: First Use: 1989/03/00 First Use In Commerce: 1989/03/00
SUNGLASSES
U.S. Registration | 1569729 Application Date 04/27/1989
No.
Registration Date | 12/05/1989 Foreign Priority NONE
Date
Word Mark TINKERBELL
Design Mark
Description of NONE

Mark

Goods/Services

Class 018. First use: First Use: 1963/06/01 First Use In Commerce: 1963/06/01

WALLETS, PURSES, SHOULDER BAGS; [ AND COMBINATION WALLET
AND COMB SETS, SOLD ASA UNIT; AND COMBINATION SHOULDER BAG
AND COLOGNE SETS, SOLD AS A UNIT; AND UMBRELLAS ]




U.S. Registration | 1192785 Application Date 09/02/1980

No.

Registration Date | 03/30/1982 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services

Class 020. First use: First Use:
Mirrors

1960/06/15 First Use In Commerce: 1962/09/00

Class 021. First use: First Use: 1960/06/15 First Use In Commerce: 1962/09/00

Combs and Brushes, and Dresser Sets Composed of the Following Combina-
tions: [Combs, ] Brushes and Mirrors; [Combs and Brushes;] Combs and Mirrors

U.S. Registration | 669730 Application Date 04/28/1958

No.

Registration Date | 11/11/1958 Foreign Priority NONE
Date

Word Mark TINKERBELL

Design Mark

Description of NONE

Mark

Goods/Services Class 003. First use: First Use: 1952/06/00 First Use In Commerce: 1952/06/00
SOAP
U.S. Registration | 671944 Application Date 07/03/1957
No.
Registration Date | 12/30/1958 Foreign Priority NONE
Date
Word Mark TINKERBELL
Design Mark
Description of NONE

Mark

Goods/Services

Class U051 (International Class 003, 005). First use: First Use: 1956/07/19 First

Use In Commerce: 1956/07/19

[ LIP POMADE, ] LIPSTICK, NAIL POLISH, [ NAIL POLISH REMOVER,
SACHET, FACE POWDER, AND CLEANSING CREAM ]

U.S. Registration | 3851671 Application Date 02/02/2007

No.

Registration Date | 09/21/2010 Foreign Priority NONE
Date

Word Mark TINK




Design Mark

TINK

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 2009/10/26 First Use In Commerce: 2009/10/26

Paper and cardboard articles, namely, paper party favors, posters, stickers;
books, namely, autograph books, a series of fiction books, books featuring stor-
ies, games and activities for children, children's activity books, diaries, photo-
graph albums, picture books, recipe books;stationery; office supplies, namely,
ball point pens, staplers; school supplies, namely, arts and craft paint kits, color
pencils, erasers, felt pens, flash cards, pen or pencil holders, pencils, pencil
sharpeners, pen and pencil cases, pens, rubber stamps, writing implements

Class 020. First use: First Use: 2009/10/26 First Use In Commerce: 2009/10/26
Picture frames; mirrors; pillows
Class 021. First use: First Use: 2009/10/26 First Use In Commerce: 2009/10/26

Housewares, namely, bowls, cookie cutters, cups, dishes, figurines made of
crystal, or porcelain, mugs, plates, soap dishes, thermal insulated containers for
food or beverage, waste baskets, containers for household use; dinnerware;
beverageware; plastic cups; cookie jars

Class 030. First use: First Use: 2009/10/26 First Use In Commerce: 2009/10/26

Coffee; tea

U.S. Registration | 3981750 Application Date 02/02/2007

No.

Registration Date | 06/21/2011 Foreign Priority NONE
Date

Word Mark TINK

Design Mark

TINK

Description of
Mark

NONE

Goods/Services

Class 020. First use: First Use: 2010/04/19 First Use In Commerce: 2010/04/19
Wind chimes

U.S. Registration

3561526 Application Date 07/31/2000




No.

Registration Date | 01/13/2009 Foreign Priority NONE
Date

Word Mark TINK

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 2007/10/00 First Use In Commerce: 2007/10/00

UNDERWEAR; SWEATERS; GLOVES; HATS; CAPS; PAJAMAS; SWEAT
PANTS; SWEAT SHIRTS; SHIRTS; SHOES; T-SHIRTS; SCARVES; SANDALS

U.S. Registration | 3734512 Application Date 07/31/2000

No.

Registration Date | 01/05/2010 Foreign Priority NONE
Date

Word Mark TINK

Design Mark

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 2008/11/00 First Use In Commerce: 2008/11/00
PERFUME

Class 014. First use: First Use: 2008/07/00 First Use In Commerce: 2008/07/00
WATCHES; JEWELRY

Class 018. First use: First Use: 2008/11/00 First Use In Commerce: 2008/11/00
TOTE BAGS; SHOPPING BAGS MADE OF VINYL,WALLETS, HANDBAGS
Class 024. First use: First Use: 2008/02/25 First Use In Commerce: 2008/02/25
BED LINEN

Class 025. First use: First Use: 2008/11/00 First Use In Commerce: 2008/11/00
JACKETS, PANTS, SHORTS

U.S. Registration | 4218487 Application Date 11/23/2010
No.
Registration Date | 10/02/2012 Foreign Priority NONE




Date

Word Mark TINK TECH

TINK TECH

Description of NONE

Mark

Goods/Services Class 028. First use: First Use: 2011/01/01 First Use In Commerce: 2011/01/01
talking toys
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Linda K. McLeod/
Name Linda K. McLeod
Date 11/23/2015




Attorney Docket: 6182.7747

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DISNEY ENTERPRISES, INC.,
Opposition No.:
Opposer
Mark: TEEN TINKER BELL
V. Serial No.: 86533016
Filed: February 12, 2015
UNITED TRADEMARK HOLDINGS, INC.,

Applicant.

NOTICE OF OPPOSITION

Opposer, Disney Enterprises, Inc. (“Opposer”), a corporation of the State of
Delaware, having a principal place of business at 500 South Buena Vista Street,
Burbank, California, 91521, believes that it is being damaged, and will be damaged, by
the registration of the mark TEEN TINKER BELL shown in Application Serial No.
86533016, and hereby opposes the same. As grounds for opposition, Opposer alleges
that, upon actual knowledge with respect to Opposer’s own acts, and upon information
and belief as to other matters:

Opposer and its Business

1. Opposer, Disney Enterprises, Inc., is a corporation of the State of
Delaware, having a principal place of business at 500 South Buena Vista Street,
Burbank, California, 91521.

2. Opposer, through its related companies and licensees, is one of the
world’s leading producers and providers of entertainment, films, music, and consumer
products. Opposer engages in a vast licensing program under which it uses or licenses

the use of its properties and characters in connection with a wide variety of products

{477969;v1 }




Application Serial No. 86533016

and services, including but not limited to entertainment services, television programs,
motion picture films, comic books, toys, dolls, sporting goods, bags, personal care
products, linens, towels, apparel, food, interactive theme parks, online games, computer
games, video games, music, and mobile applications.

3. Opposer is also known for using and licensing its properties and
characters in connection with toys, dolls and figurines, among other things.

Opposer and its TINK and TINKERBELL Marks

4, Since at least 1953, Opposer, through its predecessors, related
companies, and licensees, has used its TINKERBELL character, name, and mark in
commerce in connection with its well-known Peter Pan films and franchise. Opposer’s
first Peter Pan animated film was released on February 5, 1953 and was the highest-
grossing film in that year. Over its lifetime, the original Peter Pan animated film has
grossed over $80 million. The immense success of the original Peter Pan animated film
lead to the creation of a Peter Pan franchise, including several films and televisions
series, such as Return to Never Land (2002), the TinkerBell film series consisting of 6
feature-length films and a short film, the Disney Fairies franchise including films, books,
and merchandise about TinkerBell and other fairies, as well as the on-going television
series Jake and the Never Land Pirates.

5. In 2008, Opposer released the first film in its TinkerBell computer-
animated film series. The series includes the full-length feature films TinkerBell (2008),
TinkerBell and the Lost Treasure (2009), TinkerBell and the Great Fairy Rescue (2010),
Secret of the Wings (2012), The Pirate Fairy (2014), TinkerBell and the Legend of the

Neverbeast (2015), a half-hour special television broadcast Pixie Hollow Games (2011),



Application Serial No. 86533016

and the short film Pixie Hollow Bake Off (2014) (collectively, the “TinkerBell Film
Franchise”). Representative images of the DVD covers for these films showing

prominent use of the TINKERBELL character, name, and mark are shown below.
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Application Serial No. 86533016

6. The TinkerBell Film Franchise has grossed over $200 million in U.S. DVD
sales. The TinkerBell Film Franchise is part of the Disney Fairies franchise. Disney has
long history of merchandising its characters, names, and marks from these franchises in
connection with dolls, toys, clothing, bags, books, and magazines, and other things.

7. Since at least 1983, Disney has used its TINKERBELL mark and
variations thereof including TINKER BELL in commerce for dolls and playsets, among
other things (collectively, the “TINKERBELL Mark”). Representative samples of such

products prominently bearing the TINKERBELL Mark are shown below.

#
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Application Serial No. 86533016

chlag r'c.aj Ty Flying |
Tinker detl

Fée clochette
rolante

8. Since at least April 10, 2009, Disney has used the TINKERBELL
character, name, and mark in commerce in connection “appliques in the form of decals;
appointment books; art prints; binders; books featuring stories, games and activities for
children; series of fiction books; calendars; children's activity books; coloring books;
color pencils; decals; diaries; felt pens; greeting cards; notebooks; paper party favors;
pencils; photograph albums; picture books; posters; printed invitations; stationery;
stickers.” Representative samples of such products bearing Disney’s TINKERBELL

Mark are shown below.



Application Serial No. 86533016

9. Since at least 1981, Disney has used its TINKERBELL character, name,
and mark in commerce in connection with clothing, including the representative samples

shown below.

10.  For many years, Disney has used TINK as a mark to designate

merchandise featuring a particular version of the TINKERBELL fairy created by
Opposer.

11.  Since at least 2007, Opposer has used its TINK character, name, and
mark in commerce in connection with dolls and playsets. Representative samples of

such products prominently bearing the TINK Mark are shown below.
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12.  Since at least 2007, Disney has used the TINK character, name, and mark
in commerce in connection with books, magazines, and audio recordings.
Representative samples of such products bearing Disney’s TINK mark are shown

below.

T

Tink’s Magical Day

A Playsa-Spund Book and Cuddly Tinker Bell




Application Serial No. 86533016

Tinkering Tink - g f

\_‘
20 Asi EMnoesen SToavion e %

A

o
L

-

13.  Since at least 2007, Disney has used its TINK character, name, and mark

in commerce in connection with clothing, including the representative samples shown

below.

14. In addition to its common law rights in its TINKERBELL and TINK Marks,
Opposer owns the following valid and subsisting United States trademark registrations
for the TINKERBELL Mark (printouts from the PTO TSDR database are attached as
Exhibit A). These registrations constitute prima facie evidence of the validity of the
marks and registrations, and of Opposer’s ownership of and exclusive right to use the

TINKERBELL Mark in commerce.



Application Serial No. 86533016

Mark

Reg. No./
Serial No.
Issued Date
Filing Date

Goods/Services
First Use in Commerce

TINKERBELL

Reg. No.:
1736777

Serial No:
74261569

Issued:
December 1,
1992

Filing Date:
April 2, 1992

Dolls and doll accessories in Class 28.
(First Use in Commerce: September 1983)

TINKERBELL

Reg. No.:
1569977

Serial No:
73796471

Issued:
December 5,
1989

Filing Date:
April 28, 1989

Stuff toy animals in Class 28.
(First Use in Commerce: September 1983)

TINKERBELL

Reg. No.:
2598219

Serial No:
75388253

Issued:
July 23, 2002

Filing Date:
November 12,
1997

Party items, namely, printed invitations, paper napkins,
decorative paper centerpieces, paper party decorations,
and paper party bags in Class 16.

(First Use in Commerce: March 22, 2002)

Party items, namely, plastic plates in Class 21.
(First Use in Commerce: March 22, 2002)

10




Application Serial No. 86533016

Mark

Reg. No./
Serial No.
Issued Date
Filing Date

Goods/Services
First Use in Commerce

TINKERBELL

Reg. No.:
3580887

Serial No:
76130128

Issued:
February 24,
2009

Filing Date:
September 18,
2000

Clothing for children, namely, masquerade costumes,
dresses, jumpers, skirts, sweaters in Class 25.
(First Use in Commerce: October 2007)

TINKERBELL

Reg. No.:
1634888

Serial No:
74054865

Issued:
February 12,
1991

Filing Date:
May 2, 1990

Apparel, namely, blouses, pants, underwear, socks and
swimwear in Class 25.
(First Use in Commerce: 1981)

TINKERBELL

Reg. No.:
1308026

Serial No:
73406456

Issued:
December 4,
1984

Filing Date:
December 20,
1982

Canvas Tote Bags, Rayon Shoulder Bags, Denim Duffle
Bags, and Overnight Cases, Cosmetic Cases Sold
Empty and Purses in Class 18.

(First Use in Commerce: June 1, 1963)

TINKERBELL

Reg. No.:
1262149

Serial No:
73373958

Issued:
December 27,

Hand Lotion, Lip Pomade, Lipstick, Nail Polish, Cream
Lotion, and Hair Shampoo in Class 3.
(First Use in Commerce: February 7, 1952)

11




Application Serial No. 86533016

Mark

Reg. No./
Serial No.
Issued Date
Filing Date

Goods/Services
First Use in Commerce

1983

Filing Date:
July 12, 1982

TINKERBELL

Reg. No.:
1569688

Serial No:
73796543

Issued:
December 5,
1989

Filing Date:
July 12, 1982

Pencils, note paper, coloring books, diaries, wall posters
and photo albums in Class 16.
(First Use in Commerce: February 7, 1952)

TINKERBELL

Reg. No.:
1569589

Serial No:
73796514

Issued:
December 5,
1989

Filing Date:
April 28, 1989

Jewelry, not made of precious metal, including
bracelets, pins and necklaces in Class 14.
(First Use in Commerce: August 1985)

TINKERBELL

Reg. No.:
1569895

Serial No:
73796469

Issued:
December 5,
1989

Filing Date:
April 28, 1989

Hair Ornaments in Class 26.
(First Use in Commerce: July 1985)

TINKERBELL

Reg. No.:
1569474

Serial No:
73796442

Sunglasses in Class 9.
(First Use in Commerce: March 1989)

12




Application Serial No. 86533016

Mark

Reg. No./
Serial No.
Issued Date
Filing Date

Goods/Services
First Use in Commerce

Issued:
December 5,
1989

Filing Date:
April 28, 1989

TINKERBELL

Reg. No.:
1569729

Serial No:
73796246

Issued:
December 5,
1989

Filing Date:
April 27, 1989

Wallets, purses, shoulder bags in Class 18.
(First Use in Commerce: June 1, 1963)

TINKERBELL

Reg. No.:
1192785

Serial No:
73276155

Issued:
March 30, 1982

Filing Date:
September 2,
1980

Combs and Brushes, and Dresser Sets Composed of
the Following Combinations: Brushes and Mirrors;
Combs and Mirrors in Class 21.

(First Use in Commerce: September 1962)

TINKERBELL

Reg. No.:
0669730

Serial No:
72050469

Issued:
November 11,
1958

Filing Date:
April 28, 1958

Soap in Class 3.
(First Use in Commerce: June 1952)

TINKERBELL

Reg. No.:
0671944

Serial No:

Lipstick, nail polish in Class 3.
(First Use in Commerce: July 19, 1956)

13




Application Serial No. 86533016

Mark

Reg. No./
Serial No.

Filing Date

Issued Date

Goods/Services
First Use in Commerce

72033142

Issued:
December 30,
1958

Filing Date:
July 3, 1957

Opposer owns the following valid and subsisting United States trademark

registrations for the TINK mark (printouts from the PTO TSDR database are attached as

Exhibit B). These registrations constitute prima facie evidence of the validity of the

marks and registrations, and of Opposer’s ownership of and exclusive right to use the

TINK mark in commerce. (Collectively, the marks and goods and services set forth in

Paragraphs 4-15, are referred to as “Opposer’'s TINK and TINKERBELL Marks” and

“Opposer’'s Goods and Services,” respectively.)

Mark Reg. No./ Goods/Services
Serial No. First Use in Commerce
Issued Date
Filing Date
TINK Reg. No.: Paper and cardboard articles, namely, paper party favors,
3851671 posters, stickers; books, namely, autograph books, a series
of fiction books, books featuring stories, games and
Serial No: activities for children, children's activity books, diaries,
77979969 photograph albums, picture books, recipe books;
stationery; office supplies, namely, ball point pens,
Issued: staplers; school supplies, namely, arts and craft paint kits,

September 21,
2010

Filing Date:
February 2, 2007

color pencils, erasers, felt pens, flash cards, pen or pencil
holders, pencils, pencil sharpeners, pen and pencil cases,
pens, rubber stamps, writing implements in Class 16.
(First Use in Commerce: October 26, 2009)

Picture frames; mirrors; pillows in Class 20.
(First Use in Commerce: October 26, 2009)

Housewares, namely, bowls, cookie cutters, cups, dishes,
figurines made of crystal, or porcelain, mugs, plates, soap
dishes, thermal insulated containers for food or beverage,

14




Application Serial No. 86533016

Mark Reg. No./ Goods/Services
Serial No. First Use in Commerce
Issued Date
Filing Date
waste baskets, containers for household use; dinnerware;
beverageware; plastic cups; cookie jars in Class 21. (First
Use in Commerce: October 26, 2009)
Coffee; tea in Class 30.
(First Use in Commerce: October 26, 2009)
TINK Reg. No.: Wind chimes in Class 20.
3981750 (First Use in Commerce: April 19, 2010)
Serial No:
77098479
Issued:
June 21, 2011
Filing Date:
February 2, 2007
TINK Reg. No.: Underwear; sweaters; gloves; hats; caps; pajamas; sweat
3561526 pants; sweat shirts; shirts; shoes; t-shirts; scarves; sandals
in Class 25.
Serial No: (First Use in Commerce: October 2007)
76978743
Issued:

January 13, 2009

Filing Date:
July 31, 2000

15




Application Serial No. 86533016

Mark Reg. No./ Goods/Services
Serial No. First Use in Commerce
Issued Date
Filing Date
TINK Reg. No.: Perfume in Class 3.
3734512 (First Use in Commerce: November 2008)
Serial No: Watches; jewelry in Class 14.
76099680 (First Use in Commerce: July 2008)
Issued: Tote Bags; shopping bags made of vinyl, wallets,
January 5, 2010 handbags in Class 18.
(First Use in Commerce: November 2008)
Filing Date:
July 31, 2000 Bed linen in Class 24.
(First Use in Commerce: February 25, 2008)
Jackets, pants, shorts in Class 25.
(First Use in Commerce: November 2008)
TINK Reg. No.: Talking toys in Class 28.
TECH 4218487 (First Use in Commerce: January 1, 2011)
Serial No:
85184075
Issued:
October 2, 2012
Filing Date:
November 23,
2010

Applicant and its TEEN TINK and TEEN TINKER BELL Marks

16.  Applicant United Trademark Holdings, Inc. (“Applicant”), is a California
corporation having an address of 141 S. Lapeer Drive Beverly Hills, California 90211.

17.  Applicant is the listed owner of Application Serial No. 85833851, filed on
January 28, 2013 under Section 1(a), 15 U.S.C. § 1051(a), for the mark TEEN TINK
and design shown below for dolls in International Class 28 (the “TEEN TINK Mark”).

The Application has a claimed first use date of January 1, 2013.

16



Application Serial No. 86533016

bl
Teen Tink

18.  Applicant filed the specimen of use shown below during the prosecution of

Application Serial No. 85833851.

19. On April 23, 2015, Opposer filed Opposition No. 91221648 against
Applicant’s TEEN TINK Mark, and that proceeding is currently pending before the
Trademark Trial and Appeal Board.

20. Applicant is also the listed owner of Application Serial No. 86533016 (the
“Application”), filed on February 12, 2015 under Section 1(b), 15 U.S.C. § 1051(b), for
the mark TEEN TINKER BELL for dolls in International Class 28 (the “TEEN TINKER

BELL Mark”).

Likelihood of Confusion, 15 U.S.C. § 1052(d)

21. Opposer repeats and realleges each and every allegation set forth above.
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Application Serial No. 86533016

22.  Opposer has priority based on its valid and subsisting registrations for
Opposer’'s TINK and TINKERBELL Marks. Opposer also has priority based on its prior
common law use of Opposer’s TINK and TINKERBELL Marks in commerce in
connection with Opposer’'s Goods and Services before the filing date of the opposed
Application Serial No. 86533016 and any date of first use that may be alleged by
Applicant.

23. The goods listed in the Application are highly related or identical to
Opposer’s Goods and Services advertised, promoted, offered, and/or sold by Opposer
under Opposer’s TINK and TINKERBELL Marks.

24.  Applicant’s TEEN TINKER BELL Mark so resembles Opposer's previously
used and registered Opposer’'s TINK and TINKERBELL Marks as to be likely, when
registered and used in connection with the goods covered by Application Serial No.
86533016, to cause confusion, or to cause mistake, or to deceive under Section 2(d) of
the Lanham Act, as amended, 15 U.S.C. § 1052(d).

WHEREFORE, Opposer believes that it will be damaged by the registration of
the mark shown in Application Serial No. 86533016, and requests that the opposition be
sustained, and that registration to Applicant be refused.

A filing fee has been submitted electronically. If the filing fee is found to be
insufficient for any reason, please charge such deficiency to our Deposit Account

No. 506154.
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Application Serial No. 86533016

Respectfully submitted,

Dated: November 23, 2015 By: /David M. Kelly/
David M. Kelly
david.kelly@kelly-ip.com
Linda K. McLeod
linda.mcleod@Kkelly-ip.com
Anjie Vichayanonda
anjie.vichayanonda@kelly-ip.com
Kelly IP, LLP
1919 M Street N.W., Suite 610
Washington, D.C. 20036
Telephone: 202-808-3570
Facsimile: 202-354-5232

Attorneys for Opposer
Disney Enterprises, Inc.
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Attorney Docket: 6182.7747

CERTIFICATE OF SERVICE

| certify that a true and accurate copy of the foregoing NOTICE OF
OPPOSITION was served by Federal Express, on November 23, 2015, upon

Applicant’s Counsel of record at the following correspondence address of record:

ERIK M PELTON

ERIK M PELTON & ASSOCIATES PLLC
PO BOX 100637

ARLINGTON, VIRGINIA 22210

UNITED STATES

[Jacob T. Mersing/
Jacob T. Mersing
Senior Legal Assistant




EXHIBIT A



Generated on:

Mark:

US Serial Number:

US Registration Number:
Register:

Mark Type:

Status:

Status Date:

Publication Date:

This page was generated by TSDR on 2015-04-23 09:32:57 EDT
TINKERBELL

74261569
1736777

Application Filing Date: Apr. 02, 1992
Registration Date: Dec. 01, 1992

Principal

Trademark

The registration has been renewed.

Apr. 05, 2012

Sep. 08, 1992

Mark I nformation

Mark Literal Elements:
Standard Character Claim:

Mark Drawing Type:

TINKERBELL
No
1- TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties | nfor mation

Claimed Ownership of US
Registrations:

0596885, 0669730, 0671944, 1192785, 1235582, 1262149, 1308026, 1569788, 1569977 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):

dolls and doll accessories

028 - Primary Class U.S Class(es): 022

Class Status: ACTIVE
Basis: 1(a)
First Use: Sep. 1983 Use in Commerce: Sep. 1983
Basis Information (Case L evel)
Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No

Current Owner (s) Information

Owner Name:

Owner Address:

Legal Entity Type:

Disney Enterprises, Inc.

500 South Buena Vista Street
Burbank, CALIFORNIA 91521
UNITED STATES

CORPORATION State or Country Where DELAWARE

Organized:




Attorney/Correspondence | nfor mation

Attorney Name: Steven Plotkin

Attorney Primary Email trademarks@disney.com
Address:

Attorney of Record
Docket Number: Fairies-sp

Attorney Email Yes
Authorized:

Correspondent

Correspondent Steven Plotkin
Name/Address: THE WALT DISNEY COMPANY

Domestic Representative Jeffrey B. McGovern
Name:

Domestic Representative jomcgovern@danaclassics.com
e-mail: e-mail Authorized:

IP DEPARTMENT - TRADEMARK GROUP
500 SOUTH BUENA VISTA STREET
BURBANK, CALIFORNIA 91521

UNITED STATES

Phone: (818) 560-7646 Fax: (818) 848-6424

Correspondent e-mail: trademarks@disney.com

Correspondent e-mail Yes
Authorized:

Domestic Representative
Phone: 954-725-6812

Fax: 954-725-6808

Domestic Representative Yes

Prosecution History

Date

Apr. 05, 2012
Apr. 05, 2012
Apr. 05, 2012
Mar. 29, 2012
Sep. 14, 2009
Sep. 14, 2009
Apr. 18, 2008
May 14, 2007
May 10, 2007
Apr. 02, 2007
Apr. 02, 2007
Apr. 02, 2007
Apr. 02, 2007
Apr. 26, 2006
Feb. 03, 2005
Feb. 25, 2004
Feb. 21, 2003
Feb. 21, 2003
Nov. 06, 2002
Nov. 06, 2002
Nov. 06, 2002
Apr. 15, 2002
Jul. 28, 1999

May 17, 1999
Apr. 22, 1999
Dec. 01, 1998
Dec. 01, 1992
Sep. 08, 1992
Aug. 07, 1992

Description Ezon:gzcriing
NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 75184
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 75184

TEAS SECTION 8 & 9 RECEIVED

ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED

CASE FILE IN TICRS

ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED

ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED

ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
TEAS CHANGE OF CORRESPONDENCE RECEIVED

TEAS CHANGE OF CORRESPONDENCE RECEIVED
REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8
TEAS SECTION 8 & 9 RECEIVED

TEAS CHANGE OF CORRESPONDENCE RECEIVED
REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
RESPONSE RECEIVED TO POST REG. ACTION

POST REGISTRATION ACTION MAILED - SEC. 8 & 15
REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
REGISTERED-PRINCIPAL REGISTER

PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION



Jun. 10, 1992
Jun. 08, 1992

APPROVED FOR PUB - PRINCIPAL REGISTER
ASSIGNED TO EXAMINER

Maintenance Filingsor Post Registration I nfor mation

Affidavit of Continued
Use:

Affidavit of
Incontestability:

Renewal Date:

Section 8 - Accepted

Section 15 - Accepted

Dec. 01, 2012

TM Staff and Location | nformation

Current Location:

GENERIC WEB UPDATE

TM Staff Information - None
File Location

Date in Location: Apr. 05, 2012

Assignment Abstract Of Title Infor mation

Summary

Total Assignments:

Registrant:

Tom Fields, Ltd.

Assignment 1 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

MERGER 19921023NY
0955/0155
Apr. 13, 1993

Pages:

No Supporting Documents Available

Assignor
Name: TOM FIELDS, LTD. Execution Date: Oct. 21, 1992
Legal Entity Type: CORPORATION State or Country Where NEW JERSEY
Organized:
Assignee
Name: MEM COMPANY, INC.
Legal Entity Type: CORPORATION State or Country Where NEW YORK
Organized:
Address: POST OFFICE BOX 928
NORTHVALE, NEW JERSEY 07647
Correspondent
Correspondent Name: DENNIS J. HELMS, ESQ.
Correspondent Address: 100 THANET CIRCLE
SUITE 306
PRINCETON, NJ 08540
Domestic Representative - Not Found
Assignment 2 of 9
Conveyance: MERGER
Reel/Frame: 2355/0582 Pages: 7
Date Recorded: Aug. 20, 2001
Supporting Documents: assignment-tm-2355-0582.pdf
Assignor
Name: TOM FIELDS, LTD. Execution Date: Oct. 21, 1992
Legal Entity Type: CORPORATION State or Country Where NEW YORK
Organized:
Assignee
Name: MEM COMPANY, INC.
Legal Entity Type: CORPORATION State or Country Where NEW YORK
Organized:
Address: P.O.BOX 928

Correspondent Name:

Correspondent Address:

NORTHVALE, NEW JERSEY 07647

Correspondent

COWAN, LIEBOWITZ & LATMAN, P.C.

SANDRA COVINGTON, ESQ.

1133 AVENUE OF THE AMERICAS

NEW YORK, NY 10036-6799



Domestic Representative - Not Found

Assignment 3 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

SECURITY INTEREST
1575/0747 Pages:
Apr. 04, 1997
No Supporting Documents Available

Assignor
MEM COMPANY, INC. Execution Date:

CORPORATION

State or Country Where
Organized:

Assignee
GENERAL ELECTRIC CAPITAL CORPORATION
CORPORATION

State or Country Where
Organized:

COMMERCIAL FINANCE
201 HIGH RIDGE ROAD
STAMFORD, CONNECTICUT 06927

Correspondent
WEIL, GOTSHAL & MANGES

KATHERINE A. SURPRENANT, ESQ.
767 FIFTH AVENUE
NEW YORK, NY 10153

Domestic Representative - Not Found

38

Mar. 12, 1997
NEW YORK

NEW YORK

Assignment 4 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

Domestic Representative
Name:

Domestic Representative
Address:

ASSIGNS THE ENTIRE INTEREST
2131/0594

Jul. 31, 2000
assignment-tm-2131-0594.pdf

Pages:

Assignor
MEM COMPANY, INC. Execution Date:

CORPORATION

State or Country Where
Organized:

Assignee
GUUS WAUBEN HOLDING B.V.
CORPORATION

State or Country Where
Organized:

HERENGRACHT 548
1017 CG AMSTERDAN, NETHERLANDS

Correspondent
COWAN, LIEBOWITZ & LATMAN, P.C.

DEBORAH K. SQUIRES, ESQ.
1133 AVENUE OF THE AMERICAS
NEW YORK, NY 10036-6799

Domestic Representative
COWAN, LIEBOWITZ & LATMAN, P.C.

DEBORAH K. SQUIERS, ESQ.
1133 AVENUE OF THE AMERICAS
NEW YORK, NY 10036-6799

24

Jul. 30, 1999
NEW YORK

NETHERLANDS

Assignment 5 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

RELEASE OF SECURITY INTEREST
2455/0569

Feb. 23, 2002
assignment-tm-2455-0569.pdf

Pages:

Assignor
GENERAL ELECTRIC CAPITAL CORPORATION
CORPORATION

Execution Date:

State or Country Where
Organized:

Assignee
COSMAR CORPORATION
CORPORATION

State or Country Where

35

Jul. 30, 1999
NEW YORK

DELAWARE



Address:

Name:

Legal Entity Type:

Address:

Name:

Legal Entity Type:

Address:

Name:

Legal Entity Type:

Address:

Name:

Legal Entity Type:

Address:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

11700 MONARCH STREET
GARDEN CITY, CALIFORNIA 92641

DANA PERFUMES CORP.
CORPORATION

635 MADIOSN AVENUE
NEW YORK, NEW YORK 10022

MEM COMPANY, INC.
CORPORATION

P.0. BOX 924
NORTHALE, NEW JERSEY 07647

GUUS WAUBEN HOLDING B.V.
CORPORATION

470 OAKHILL ROAD
C/O FRINANZ ST. HONORE B.V.

Organized:

State or Country Where
Organized:

State or Country Where
Organized:

State or Country Where
Organized:

MOUNTAINTOP, PENNSYLVANIA 07647

GREAT AMERICAN COSMETICS, INC.

CORPORATION

99 SEAVIEW BOULEVARD, SUITE 312

State or Country Where
Organized:

PORT WASHINGTON, NEW YORK 11050

FINANZ ST. HORORE B.V.
CORPORATION

470 OAKHILL ROAD

State or Country Where
Organized:

MOUNTAINTOP, PENNSYLVANIA 18702-2112

ULMER & BERNE LLP

MICHAEL A. MARRERO
600 VINE ST., # 2800
CINCINNATI, OH 45202-2409

Correspondent

Domestic Representative - Not Found

DELAWARE

NEW JERSEY

NETHERLANDS

NEW YORK

NETHERLANDS

Assignment 6 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

CHANGE OF NAME
2129/0634

Jul. 31, 2000
assignment-tm-2129-0634.pdf

GUUS WAUBEN HOLDING B.V.
CORPORATION

FINANZ ST. HONORE B.V.
CORPORATION

HERENGRACHT 548

Pages:

Assignor
Execution Date:

State or Country Where
Organized:

Assignee

State or Country Where
Organized:

1017 CG AMSTERDAN, NETHERLANDS

COWAN, LIEBOWITZ & LATMAN P.C.

DEBORAH K. SQUIRES,ESQ.
1133 AVENUE OF THE AMERICAS
NEW YORK, NY 10036-6799

Correspondent

Domestic Representative - Not Found

25

Oct. 28, 1999
NETHERLANDS

NETHERLANDS

Assignment 7 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

SECURITY AGREEMENT
3061/0271

Oct. 18, 2004
assignment-tm-3061-0271.pdf

Pages:

139



Assignor

Name: FINANZ ST. HONORE B.V. Execution Date: Sep. 30, 2004
Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where No Place Where Organized Found
Organized:
Assignee
Name: CONGRESS FINANCIAL CORPORATION (FLORIDA), AS AGENT
Legal Entity Type: CORPORATION State or Country Where FLORIDA
Organized:
Address: 110 EAST BROWARD BOULEVARD
FORT LAUDERDALE, FLORIDA 33301
Correspondent
Correspondent Name: OTTERBOURG, STEINDLER, HOUSTON & ROSEN
Correspondent Address: HELEN M. LINEHAN
230 PARK AVENUE
NEW YORK, NY 10169
Domestic Representative - Not Found
Assignment 8 of 9
Conveyance: RELEASE OF SECURITY INTEREST
Reel/Frame: 3294/0964 Pages: 6
Date Recorded: Apr. 20, 2006
Supporting Documents: assignment-tm-3294-0964.pdf
Assignor
Name: WACHOVIA BANK, NATIONAL ASSOCIATION Execution Date: Feb. 23, 2006
Legal Entity Type: CORPORATION State or Country Where No Place Where Organized Found
Organized:
Assignee
Name: FINANZ ST. HONORE B.V.
Legal Entity Type: COMPANY State or Country Where No Place Where Organized Found
Organized:
Address: ROKIN 55, 1012 KK
AMSTERDAM, NETHERLANDS
Correspondent

Correspondent Name:

Correspondent Address:

FITZPATRICK, CELLA, HARPER & SCINTO

30 ROCKEFELLER PLAZA
NEW YORK, NEW YORK 10112-3800

Domestic Representative - Not Found

Assignment 9 of 9

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Corresponden